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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 17 August 2005 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayte, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1,2 and 4-26 is/are pending in the application. 

4a) Of the above claim(s) 9,13-21 and 24-26 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IEl Claim(s) 1,2.4-8.10-12.22 and 23 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 27 February 2002 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of Group I, claims 1 , 2, 4-8, 10-12, 22, and 23 in 
the applicant's remarks dated on 08/17/2005 is acknowledged. The traversal is on the 
ground(s) that the adequate reasons of restriction requirement do not appear on the 
record. This is not found persuasive because the following: 

There are three different independent inventions existed in the present invention: 

Invention I: Group I, claims 1,2, 4-8, 10-12, 22, and 23, drawn to an apparatus, 
classified in class 701 , subclass 35. 

Invention II: Group II, claims 9, 13, 14, 15, and 24, drawn to a process, classified 
in class 701 , subclass 210. 

Invention III: Group III, claims 16-21, 25, and 26, drawn to a product, classified in 
class 369, subclass 30.04. 

The inventions II and l/l 1 1 are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can 
be practiced by another materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case, the process as claimed can be practiced by a materially 
different apparatus, such as a navigation apparatus that instruct a user traveling on an 
optimum route in according to the current location of the user and traffic information 
received from a traffic center. 
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Inventions III and II are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case, the product as 
claimed can be used in a materially different process. For example, the product as 
claimed can be used in the process of retrieving an optimum route to a destination and 
displaying said route on a display screen, and that a user is instructed to travel on said 
route from the user's current location. 

The requirement is still deemed proper and is therefore made FINAL 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

Claims 1,2, 4-6, 10-12, 22, and 23 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Bates et al. (US 20010055974A1). 
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With respect to claim 1, the US reference No. '974A1 to Bates et al. has been 
cited as teaching a system and method for selectively ringing one or more lane phones 
or portable phones based on the geographic position of a portable phone. A portable 
phone (100) (Bates et al, figure 1), which is the claimed portable information terminal, 
shows that the position detector (220) is the claimed receive unit, provided for 
determining the geographic position of the portable phone; the memory (230), which is 
the claimed storage unit, is the combination of volatile memory and non-volatile memory 
for storing location information (geographic region) and parameters to go along with 
each geographic location. Bates et al. disclose "the data being correlated with last 
location information received by the receive unit, and when received location 
information is different from last received location information, extracting data on the 
current received location information from among data stored in the storage unit". It is 
truth because the mentioned storage unit (230) stores the location data and correlates 
the data with the received location information received from the unit (220) (Bates et al, 
page 3, paragraph 0036). When a user who carrying the portable phone to a new 
location that is different from the location information, the data belongs to that location 
would be retrieved. Bates et al. also disclose a display (130) for notifying a user of the 
information the data that belongs to a geographic location that has been stored in the 
portable phone. Thus, Bates et al. additionally discloses the limitation: "an information 
notification unit to notify a user of the portable information terminal of information 
corresponding to the extracted data. In addition, the microphone (1 50) is considered as 
the data obtaining device as claimed in the present invention. 
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With regard to claim 2, the reference to Bates et al. as discussed above, 
discloses that the storage unit (230) stores and correlates data and location information 
received by the unit (220). In figure 2 of Bates et al., there is included a keypad (120) is 
ready for user to instruct the data stored in the storage unit (230). 

With respect to claim 4, the position detector (220) as represented herein is the 
claimed receive unit for receiving location information; the memory (230) is the claimed 
storage unit. A user uses one of the keys of key pad(120) to instruct the storage unit to 
store data. The storage unit (230) correlates and stores the data (telephone 
parameters) and location information received by the position detector unit (220). 

With respect to claim 5, the keypad (120) represented above herein includes a 
variety of keys for user to select either a location information or data from different pre- 
stored location information, and data stored in the memory (230) (page 2, paragraphs 
0032, 0034). The storage unit (230), as illustrated in Bates et al, stores and correlates 
the data and the geographic region select by the user (Bates et al, page 3, paragraphs 
0035, 0036). 

With regard to claim 6, figure 1 of Bates et al. shows that the notification unit 
includes the display (1 30), and speaker (140). Therefore, the teachings of Bates et al. 
read on the limitation "wherein the information notification unit is a liquid crystal display 
for displaying an image corresponding to the data, or is a speaker for outputting sound 
corresponding to the data. 
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With regard to claims 10-12, the position detector (220) is illustrated in Bates et 
al. as a GPS receiver, and that the location information is obtained based on a signal 
received by said the position detector (220) (Figure 1 ; page 3, paragraphs 0036, 0037). 

With regard to claim 22, the microphone (150) disclosed in Bates et al. is 
considered as the data obtaining device as claimed. 

With regard to claim 23, as represented herein above, the memory (230) is the 
claimed storage unit, and that the combination of volatile memory and non-volatile 
memory for storing location information (geographic region) and parameters to go along 
with each geographic location. The keypad (120) represented above herein includes a 
variety of keys for user to select either a location information or data from different pre- 
stored location information, and data stored in the memory (230) (page 2, paragraphs 
0032, 0034). The position detector (220) is the claimed receive unit, which is provided 
for determining the geographic position of the portable phone. Bates et al. further teach 
the following: the storage unit (230) that stores the location data and correlates the data 
with the received location information received from the unit (220) (Bates et al, page 3, 
paragraph 0036). When a user who carrying the portable phone to a new location that 
is different from the location information, the data belongs to that location would be 
retrieved. Bates et al. also disclose a display (130) for notifying a user of the 
information the data that belongs to a geographic location that has been stored in the 
portable phone. Thus, Bates et al. additionally discloses the limitation: "an information 
notification unit to notify a user of the portable information terminal of information 
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corresponding to the extracted data. In addition, the microphone (150) is considered as 
the data obtaining device as claimed in the present invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bates et al. (US 20010055974A1) and in view of Stewart (US 604971 8A). 
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With respect to claims 7 and 8, Bates et al. explicitly disclose the limitations of 
claims 1 and 4 except for that "the location information is a base station code of a base 
station with which the portable information terminal is communicating". 

The US reference to Stewart, as represented herein, discloses a portable 
telephone comprising: a storage (50) for storing location code, which is the base station 
code of a base station as claimed in the present invention. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the system of Bates et al. to include the teachings as 
taught by Stewart so that he location data of a base station is generated 
correspondingly from the base station code which station is communicating to a 
portable telephone. 

Conclusions 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan C To whose telephone number is (571 ) 272-6985. 
The examiner can normally be reached on from 8:00AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on 571-272-6878. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



Application/Control Number: 10/083,376 



Page 9 



Art Unit: 3663 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Patent Examines 




Tuan C To 
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